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This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner's rejection of clains 7-12, which constitute
all the clains remaining in the application.

The di scl osed i nvention pertains to a nethod and
apparatus for nodifying electronic inmage data. Specifically,
original inage data is displayed to an operator. The operator
enters informati on defining an optical axis, a projection
point, a density contour shape and a density gradient profile.
A processing neans responds to this data to replace the
original inmage by an enhanced i nage.

Representative claim7 is reproduced as foll ows:

7. An apparatus for nodifying electronic inage data
conpri si ng:

scanni ng means for generating original inmge data
representative of an original imge;

di splay neans for receiving the original inage data
and di splaying the original inage;

data entry nmeans for identifying a portion of the
ori ginal imge displayed on the display neans to be nodified,
and for defining an optical axis, a projection point, a
density contour shape and a density gradient profile within
the identified portion of the original inmage;

processi ng neans for calculating nodified i mage data
for the identified portion based on the defined optical axis,
projection point, density contour shape and density gradient,
and for replacing a portion of the original imge data
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representative of the identified portion of the original inmge
with the nodified i nage data to generate enhanced i mage data
representative of an enhanced i nage; and

recordi ng nmeans for receiving the enhanced i nage data
fromthe processi ng neans and produci ng a hard copy of the
enhanced i nage.

The exam ner relies on the follow ng reference:

(bata et al. (Obata) 5, 083, 287 Jan. 21, 1992

Clainms 7-12 stand rejected under 35 U S.C. § 103. As
evi dence of obvi ousness the exam ner offers Obata taken al one.
The final rejection of clains 7-12 under 35 U.S.C. § 101 was
wi t hdrawn by the exam ner [answer, page 2].

Rat her than repeat the argunents of appellant or the
exam ner, we make reference to the brief and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject natter on
appeal, the rejection advanced by the exam ner and the
evi dence of obvi ousness relied upon by the exam ner as support
for the rejection. W have, |ikew se, reviewed and taken into

consi deration, in reaching our decision, the appellant’s

argunments set forth in the brief along wth the exam ner's
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rationale in support of the rejection and argunents in
rebuttal set forth in the exam ner's answer.

It is our view, after consideration of the record
before us, that the teachings of OQhata and the | evel of skil
in the particular art would have suggested to one of ordinary
skill in the art the obviousness of the invention as set forth
inclains 7-11. W reach the opposite conclusion with respect
to claim12. Accordingly, we affirmin-part.

Appel I ant has indicated that for purposes of this
appeal the clainms will stand or fall together in the follow ng
two groups: Goup | has clains 7-11 and G oup Il has claim12.
Consistent with this indication appellant has nade no separate
argunments with respect to any of the other clains on appeal.
Accordingly, all the clainms within each group will stand or

fall together. Note In re King, 801 F.2d 1324, 1325, 231 USPQ

136, 137 (Fed. Cir. 1986); In re Sernaker, 702 F.2d 989, 991,

217 USPQ 1, 3 (Fed. Cir. 1983). Accordingly, we will only
consider the rejection against clainms 7 and 12 as
representative of all the clains on appeal.

As a general proposition in an appeal involving a
rejection under 35 U . S.C. § 103, an exam ner is under a burden
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to make out a prinma facie case of obvi ousness. I f that burden

is nmet, the burden of going forward then shifts to the

applicant to overconme the prima facie case with argunent

and/ or evidence. (Cbviousness is then determ ned on the basis

of the evidence as a whole and the rel ative persuasi veness of

the argunents. See In re Cetiker, 977 F.2d 1443, 1445, 24

USPQ2d 1443, 1444 (Fed. Cr. 1992); ln re Hedges, 783 F.2d

1038, 1039, 228 USPQ 685, 686 (Fed. Cir. 1986); In re
Pi asecki, 745 F.2d 1468, 1472, 223 USPQ 785, 788 (Fed. Cir

1984); and In re Rinehart, 531 F.2d 1048, 1052, 189 USPQ 143,

147 (CCPA 1976).
Appellant’s initial argunent is that the exam ner has

failed to nake out a prim facie case of obvi ousness.

Appel | ant shoul d not confuse the prim facie case with the

ultimate determ nation of the relative persuasiveness of the
substantive argunents in support of the rejection. In order

to satisfy the burden of presenting a prina facie case of

obvi ousness, the exam ner need only identify the teachings of
the references, identify the differences between the prior art
and the clained invention, and provide a reasonabl e anal ysi s

of the obviousness of the differences which an artisan m ght
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find convincing in the absence of rebuttal evidence or
argument s.

Wth respect to the appeal ed cl ai s, the exam ner has
poi nted out the teachings of Cbata, has pointed out the
percei ved differences between Cbhata and the clained invention,
and has reasonably indicated how and why Cbata woul d have been
nodified to arrive at the clainmed invention. |In our view,
the examner’s analysis is sufficiently reasonable that we
find that the exam ner has satisfied the burden of presenting

a prinma facie case of obviousness. That is, the examner’s

analysis, if left unrebutted, would be sufficient to support a
rejection under 35 U . S.C. 8 103. The burden is, therefore,
upon appellant to cone forward with evidence or arguments

whi ch persuasively rebut the examner's prinma facie case of

obvi ousness. Appellant has presented at |east one substantive

argunment in response to the examner’s rejection. Therefore,

we consi der obvi ousness based upon the totality of the

evi dence and the rel ative persuasiveness of the argunents.
Wth respect to claim?7 specifically, the exam ner

reads the claimon the disclosure of Cbhata [answer, pages 3-

4]. The exami ner notes that hata fails to disclose the
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scanni ng means or the recordi ng neans, but the exam ner

provi des an analysis as to why these el enents woul d have been
an obvious nodification to Chata. W note that appellant does
not question these particular findings of the exam ner. Thus,
we accept the exami ner’s conclusion that at |east the clained
scanni ng neans and the recordi ng neans woul d have been obvi ous
to the artisan in view of the teachings of Qbata.

The exam ner also notes that Obata “fails to
explicitly disclose” the neans for “defining a density contour
shape” and “defining a density gradient profile” [answer,
pages 5-6]. Although the exam ner’s analysis nomnally | ooks
at this question as an obvi ousness question, the exam ner’s
anal ysis also nakes it clear that the exam ner’'s position is
that these paraneters, in fact, already exist in (bata. Thus,
the exam ner finds that the edges of the shapes in Cbata
define contour shapes within the nmeaning of the claim
Li kewi se, the exami ner finds that the cal cul ati on of shadows
of varying intensity in Chata is a determ nation of density
gradi ents because a varying density defines a density gradi ent
profile [answer, page 6]. Therefore, the obviousness issue
with respect to claim7 actually reduces to a consideration of

7



Appeal No. 95-4390
Appl i cati on08/ 066, 273

whet her the Qbata device neets the recitations of the density
contour shape and the density gradient profile.

Appel I ant points to these two paraneters and argues
that the exam ner admts that these two features are not
di scl osed by hata and that the exam ner’s reasoning is not
persuasi ve. Specifically, appellant argues that the clains
call for a data entry nmeans which is used by an operator, and
the resultant data of the claimcannot be net by the edges and
shadows of the original inmage in Cbata [brief, pages 8-9].
The exam ner responds that “claiml [sic, 7] does not recite

any operator,” and whatever manner the data got into the Qoata
conputer would neet the clained data entry neans [answer, page
9]. W agree with the exam ner on this point.

What ever data has been stored in the Cbata conputer
whi ch permits objects to be drawn with variabl e shadi ng neets
the claimrecitation of defining a density contour shape and
defining a density gradient profile. Although the density
contour shapes and density gradient profiles of Cbata may be

di fferent fromwhat appellant intended in his preferred

enbodi nent, we agree with the exam ner that the broad



Appeal No. 95-4390
Appl i cati on08/ 066, 273

recitation of these paraneters is nmet by the variabl e shadi ng
system of (bat a.

In summary, appellant’s argunent with respect to claim
7 is that the differences acknow edged by the exam ner between
Ohata and the clained invention cannot be obvi ous over the
single hata reference. As we noted above, however, the
exam ner’s position on this point is that these “differences”
are actually present in Qbhata or are obviously present in
hata. Thus, the question is one of claiminterpretation and
the scope of the prior art. Gving claim7 its broadest
reasonabl e interpretation, we agree with the exam ner that the
processi ng neans of Obata does define a density contour shape
and a density gradient profile. Therefore, we sustain the
exam ner’s rejection of clains 7-11.

Wth respect to claim12, the exam ner finds that the
various light sources in Chata nodify the shadows, and that
this type of nodification is a formof noise [answer, page 7].
Appel | ant responds that there is no suggestion in Obata for
“intentionally generating noise data based on a noi se factor
entered by the operator” [brief, page 10]. The exam ner
responds that the utilization of anbient |ight approxi mates a
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randomreflection of light which is a type of noise data which
has been entered by the operator. W do not agree.

The concept of noise data in claim12 is that the
operator specifically chooses a noise factor which is used to
correct the nodified inmage data. Noise by definition affects
processing in a random manner. The exam ner’s assertion that

t he

reflections of light in Qbhata are randomis w thout
foundation. Al light sources in Qbata have known | ocati ons
and the objects have specific shapes. The reflected light in
hata is based on theoretical considerations of |ight
reflection and is not a function of randomess. Therefore, we
do not agree with the exam ner that the shadowi ng in OCbata can
be considered to include noise data based on a noi se factor
entered by an operator. Since the examner’s conclusion is
not supported by the record in this case, we do not sustain
the rejection of claim12.

I n concl usion, we have sustained the exam ner’s

rejection of clains 7-11, but we have not sustained the
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rejection of claim12. Therefore, the decision of the

exam ner rejecting clains 7-12 is affirmed-in-part.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART
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